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MANUAL OF MKNT EXAMINING PROCEDURE 



(d) IztdJWduajB other tan &e mousy, aged ct inventor 
may comply with tmo eec^On by discfacing mfbrmsrion to Che 
attcroey, ggeiti, o? investor. 

(e) In any coQlinuatioB-m-pert application, dre dirty under 
talfl aeetsca include* die dtoty to disclose w tfcs Office dl brformo- 
tion known to tfte psrsos to b© mnlerial lo patiittnbili£y» £3 <&£iE2(3 
hi paragraph (b) of this section, which bscanis available bstween 
tha filing date of &e prio? eppKcstBon sod fits n^cnal or PCT 
im^matfond filing d^ of m^ 

37 CFR 1^6 defines the duty to disclose infbraia- 
tBom to fie Office. 

37 CFR 1.56. Duty to disclose information material to 
patentability 



(c) Individuals associated with the filing or execution of a 
patent application within the meaning of this secrica ar©; 

(1) E&ch inventor aomed en (be appiccaticq; 

<2) Each fiEomcy or agent who prepares or prosecutes the 
appUcatica; arcd 

(3) Every cdfier person who is substantively involved in 
the preparation or prosecution of &e applicdkm and who is asso- 
ciated with the inventor, with the assignee or with anyone to 
whom there is an obligation to assign the application. 



Individuals having a dirty of disclosure ara limited 
to those who are "substantively involved in tine prepa- 
ration or prosecution of the application." This is 
intended to make clear thai the duty does not extend 
to typists, clerks, and similar personnel who assist 
with an application. 

The woid "with* appear* before "the assignee" and 
"anyone to whom there is an obligation to assign" to 
taa&e clear that the duty applies only to individuals, 
not to c onizatio ns. For instance* the duty of disclo- 
sure would not apply to a corporation oymstftytiGn as 
such. However, ft would apply to individuals w ithin 
the corporation or institution who were substantively 
involved in- the preparation or prrkecutirjn/ 'of f tjie 
application, and actions by such b&viriuals rnajf 
affect the rights of the corporation br.institurion. 



2001.09 lb Whom Pinfly off 
Owed [E4] 



Is 



37 CFR 1.56(a) stales that the "duty or* candor and 
good faith" is owed "in dealing with the Office" and 
that all associated with the flting and prosecution of a 



patent application have a "duty to disclose to the 
Office" material information. This duty 'in dealing 
with" and "to" the Office extends, of course, to aJQ 
dealings which such individuals have with the Office 
and is not limited to representations to :«r dealings 
with the examiner. For example, the <ljty would 
extend to proceedings before the Boarc of Patent 
Appeals and Interferences and the Officii of tthe * 
Commissioner for Patents. 

37 CFR 1.56. Duty to disclose information material to 
patentability. 

(a) A patent by its very aature is affected -ith a public 
interest The public interest is best sewed, and the j r ost effective 
patent examination occurs when, at the time an nsplicsticn la 
bains examined, the Office is aware of and evauu ■ a the teach- 
ings Of oil information material to patentability. Eo:h individual 
associated with the filing and prosecution of a patttil sgrpucefioa 
has a duty of candor cad good faith in dealing with the Office, 
which facJwfes a tinty to disclose to me Office si infomrfon 
known to that m dividual to be material to patemabU ty as defined 
in this section. The duty to disclose infarmaticr exists with 
respect to each pending claim until the claim is eca ? « fled Or ^vidb- 
drawn feoin consideration, or the application bsccmei abandoned. 
Information material to ths patentability of a dain. that is can- 
celled or withdrawn from consideration need not be submitted if 
the information is not material to the patentability :4 any claim 
re ma in in g under consideration hi the application. Tin ire is co duty 
to submit information which is not material to the patentability of 
any existing claim. The duty to disclose all informal., m Known to 
be material to patentability is deemed to be satisfied i; all informa- 
tion [mown to be material to patentability of any etas u issued in a 
patent was died by the Office or submitted to the »:tffice in the 
manner prescribed by S§ 1.5T7(bKd)and 1,90. Howi?'*, no patent 
will be granted on an application in cotmecdoa'wltb which fraud 
on the Office was practiced or attempted or the duty :tf disclosure 
was violated through bad faith or intentional miictmdDct TW 
Office encourages applicants to carefully examine; 

(1) Prior art cited in search reports of a fcjeign patem 
office in a counterpart application, and 

(2) The closest information over which individuals .asso- 
ciated with the filing or prosecution of a patent applki i pop benevo 
arty pending claim patentabry defines, to make sure it » it any mate- 
rial information contained therein is disclosed to the C fftee. 



The language of 37 OPR. 1.56 (and 37 C» 1555) 
has been modified effective March 16, 1992 to 
emphasize that there is a duty of candor .ind good 
faith which is broader than the duty to discs) *)se mate- 
rial information. 37 CFR 1J6 further state; that "no 
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DUTY OF DISCLOSURE 



patent will be granted on an application in connection 
srith which fraud on the Office was practiced or 
exempted or the duty of disclosure was violated 
through bad faith or intentional misconduct" 

The Office strives to issue valid patents. The Office 
has both an obligation not to unjusdy issue patents 
and an obligation not to unjustly deny patents. Inno- 
vation and technological advancement are best served 
when an inventor is issued a patent with the scope of 
protection that is deserved. The rules as adopted serve 
to remind individuals associated with the preparation 
and prosecution of patent applications of their duty of 
candor and good faith in their dealings with the 
Office, and will aid the Office in receiving, in a timely 
manner, the information it needs to carry out effective 
and efficient examination of patent applications. 

The amendment to 37 CFR 1.56 was proposed to 
address criticism concerning a perceived lack of cer- 
tainty in the materiality standard. The rule as promul- 
gated will provide greater clarity and hopefully 
minimize the burden of litigation on the question of 
inequitable conduct before the Office, while provid- 
ing the Office with the information necessary for 
effective and efficient examination of patent applica- 
tions. 37 CFR 1.56 has been amended to present a 
clearer and more objective definition of what informa- 
tion the Office considers material to patentability. The 
rules do not define fraud or inequitable conduct which 
have elements both of materiality and of intent 

The definition of materiality in 37 CFR 1.56 does 
not impose substantial new burdens on applicants, but 
is intended to provide the Office with the information 
it needs to make a proper and independent determina- 
tion on patentability. It is the patent examiner who 
should make the determination after considering all 
the facts involved in the particular case. 

37 CFR 1 states that each individual associated 
with the filing and prosecution of a patent application 
has a duty to disclose all information known to that 
individual to be material to patentability as defined in 
the section. Thus, the duty applies to contemporane- 
ously or presently known information. The feet that 
Information was known years ago does not mean that 
it was recognized that the information is material to 
the present application. 

The term 'Information" as used in 37 CFR 1.56 
tneans all of the kinds of information required to be 



"material to patentability.'* Materiality is defined in 
37 CFR 136(b) and discussed herein at MFI3I' 
§ •2001 .05. In additioalo prior art such- as patents an rl 
publications. 37 CFR 1.56 includes, for exampK 
information on >enabl!ement f < possible prior pubHii; 
uses* sales* offers to sell, derived knowledge, prior 
invention by another, inventorship conflicts, sad tfm 
hke. >"Materiality is not limited to prior art kin 
embraces any information that a reasonable examii u* 
would be substantially likely to consider iaspottartt in 
deciding whether to allow an application to issue at n 
patent." Bristol-Myers Squibb Co. v. Rhone-Poulenc 
Rarer. Inc., 326 E3d 1226, 1234, 66 USPQ2rJ 148 j , 
I486 (Fed. Or. 2003) (emphasis m original) (fi^iiii: 
article which was not prior art to ba material |:i 
enablement issue).< * 

The term 'Information" is intended to be all encore •• 
passing, siirtilar to the scope of file tesm as discos&s:! 
with respect to 37 CFR 1.291(a) (see MRS! 1 
§ 190LO2). 37 CFR 156(a) also states: 'The Oflkn 
encourages applicants to carefully examine: (1) pric<:* 
ait cited in search reports of a foreign patent office in 
a counterpart application, and (2) the closest bfonru 
don over which individuals associated with the filnjii; 
or prosecution of a patent application believe an)' 
pending claim paten tably defines, to make sure tin: 
any material information contained therein is die - 
closed to the Office." The sentence does not creslr. 
any new duty for applicants, but is placed in she tie?. : 
of die rule as helpful guidance to. individuals who £9:: 
and prosecute patent applications. 

It should be noted that die rales are not intended t:« 
require, information favorable to patentability such at., 
for example, evidence of commercial success of rh. r : 
invention. Similarly, the rales axe not intended t:> 
require, for example, disclosure of information cot 
cerning the. level of skill in the art for purposes cr 
determining obviousness. 

37 CFR 1.56(a) states that the dnty to disclos:. 
information exists until the application becomes abac.- 
doned< The duty to disclose information, howevis: 
does not end when an application becomes aflowu:. 
but extends until a patent is granted on that applies- 
don. The rules provide for information being consid- 
ered after a notice of allowance is mailed and befbr? 
the issue fee is paid (37 CFR 1.97(d)) (sea MM:' 
§ 609, paragraph B(3)), Hie rules also provide for ;c: 
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(A) because om o* more dairas are nnpaasateble 

(37 CFR 1.313(cXD); 

(3) for express atoasdoaefeent so that inffbnmatton 
may considered in a continuing application before 
a pAte&t toue» (37 CFR 1313(c)(3)); or 

(C) fat coasiderasioa of a request to Goatiswedl 
examination (RCE) under 37 Cm 1.U4 (37 CIFR 
1.313(a) and (c)(2)). Note that RGB jtfaciic© cfloss 
noi apply to utility or plant aj^Iliciifiops filed before 
June 8, 1995 or £0 <teBiga appHceJiosis. See MMP 
§706.07(h). 

See MPEP § 1308 for cMtional infonnadon per- 
taining to withdrawal of an application fsom issue. 

In a coDia^uation-in-part appHcation, inuffividuals 
covered by 37 CFR L56 have a dnty to disdcse to the 
Office all information known *o be material to patent- 
ability wfeicto became available beSween til© filing date 
of the prior application and fee national or 1?CT inter- 
national filing date of the continuation-in-part appli- 
cation. See 37 CHI 1 36(e). 

37 CFR 156 provides that file duty of disclosure 
can be met by submitting information to the Office in 
the manner gwesenbad by 37 CFR LS7 and 1.98. See 
M5>EP § 609. Applicants are provided certainty as to 
when information will be ccs^iderei and spplicaxits 
*riU be informed wten infonnalion is not consic^red. 
Note, however, flhat tte Office may onSer or conduct 
reexamination proceedings based on prior art that was 
**>titfid/coimdesed< in any prior related Office pro- 
ceeding. SeeMFEP § 2242 >and MFEP § 2258.0K. 

Tbs Office does not believe that coura should, or 
wBL find violations of the duty of disclosure because 
of unintentional noncompliance with 37 CFR L97 
and 1.98. H the noncoznpliance is intentional fcow- 
ever, the applicant will have aasnimed the risk mat the 
failure to submit tfo information in a ihamffi^that will 
result in its being considered by the examiisfcr maybe 
held to be a violation. 

The Office does not anticipate any significant 
change in m* quantity of information cited to me 
Office, Presumably, applicants will continue tci sub- 
mit infonnatio» for consideration; by the Office M 
applications rafter man maMng. and relying on their 
own determinations of materiality. An iiwfentive 
remains to submit the informasicm , to 4he« Office 
because it wiU result in a strengthened patent and 
avoid later questions of materiality and intent to 
deceive. In addition; the new roles will acmaBySacili- 



sub- 
[dby 

iitent 



shall 

;<rma- 
lo be, 
S6. 



tate the fihng of inCoraaation since the bmden ol 
mitting mfoirmation to the Office has been nedw; 
eliminating, in most cases, due requirement for i 
cise statement of tsSte relevanc© of each item of 
mmon listed in an information! disclosure state 
It should also be n©t©d that 37 CFR 1.97(h) stefc 
the filing of an information disclosure ststemso* 
not be considered to tea en admission that the M 
tion cited in the statement is, or is considered 
material to patentabMty as defined in 37 CHI 1 

37 CFR L56. Duty to disclose information mm'i.ioi to 
patent ability. 

(b) U Oder this secttoa. infofmaticn is ncafirial to p&:«:asabal- 

Uy wben it fc contflarive u> information already *F ?! cord or 

being mfids of lecanfl to epplicaiiioa, ami 

(1) It establish, by issslf or in comb t iw^i mi w.h c&ei 

infOfawaimu a primafa** case ofimpatefttaMlBty olfaclfti^a;or 
Q) ft referee wis toconriiAeot wiih, a position lieapgdi- 

canines in: 

(i) Opposing m argument of impateatebility : aietf oa 
by ihc Office, or 

(ii) Asserting coi argument of patentability. 

A prima frcie case of unpatentaWity is established Jfeen the 
iaftwraatian compels a ccachision thai a oten us oaf : Kaobte 
yoder Ac preponderance of evidence, bnrfHHtffwwrf' itecdarf. 
givtag cxh term In the claim its taoafc*t Esaseaabfc ecu i unjeuon 
consistent wifli the specificotkai, and before any co^ralica is 
given to eWdecoe which may be sabimtted m ea anemj>i to estab- 
lish a contrary ooocksion of pateatBbnity. 

Under die rule, infonnation is not material . nless it 
comes within the definitioii of 37 CPS. 1.5«I>X1) 01 
(2) If infonnation is not material, there is DC duty to 
disclose the information to the Office, Thos, itis the- 
oretically possible for applicants to draft dibit and* 
specification to avoid a prima facie case of obvious- 
ness over a reference and then to be able to -.atbhoW 
the reference from the examiner. The Office, -jelievw 
that most applicants win wish to snbnrit the informa- 
tion, however, even thoogh they may not be «quttefl 
to do so, to strengthen the patent and avoid d> ' i r ? KS 
an incorrect judgment on their "pan on " 
that it may be held mat there was an intent It. deceww 
the Office. 
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Dec. 28; 2(M)^^^^l^;^^01;5«m. (prevised. 



. (a) ^.patent'ljy i^v^ Wure'is afi^icted.wi^ a 
pu^lbtett^ TOe : ^b0c^td^BB>esi served, acid 
Ghe most effective patent examination occurs wheai, kt 
the' time an ap^catioa i& feefcig "<edannine<£ 'the Office 
is aware of ^d&v^uates -the '^liin^of all infcsri&a- 
tibn material to paserc^iEfiy. Each iadividaal associ- 
^edW&A.tiae filing ijj"; prosecution of a patent 
appic^on has 3 doty of caridorend good foinV in' 
dealing Tfryth the OSSIce, which includes s doGy to dis- 
close to the Office -all Information ksown to that aadi- 
vMual fid be material to 'patemsattUty as defined lin this 
secticra. The;duty to. disclose inffi^raiiaa exists wi& 
respect to each pending claim until the claim is can- 
celled or withdrawn from considerate^ or &e appBi- 
cMoja becomes abandoned. Information material 
to ate patentability of a c lairh that Us cancelled or 
wis&drawei feom cpESidsmtsoa need mi be subinitted 
if due information is not material to tife'jpateaKfiibili^ 
of any claim remaining under consideration in the 
application. Thbe is m> doty to submit information 
which is not material to the patentability of any' exist- 
ing claim. The- duty to disclose dll information &nown 
£o be, materia! to patentability *s deemed to.be satis- 
fied if all information' taiown to be material to patent- 
ability of any claim issued iaapatenrwas cited by die 
Office or submitted: to the Office -in the -manner pre- 
scribed by §§ :L$T7(bHd) and L98. 'However- no 
patent will be granted on an application in connection 
with which fraud on the OfEce was practiced or 
at&mpeed or the duty of disclosure was violated 
through bad fait^.. or idtendonal misconduct* > Th^ 
Office eitcbarages applicants to c^refdlly examine; , 
. • m {1) Prior art cited in search reports .of a for- 
eign paient ofSce in a counterpart application, and ' 
; ; (2)' the closest information over whicb*indi- 
vxduals associated wifii the filing or prosecution of a 
patent appUcatioh believe any pending; claini paierit- 
ablv/ljegnes, to make sure that any material infotijia- 
tioa _clDntatoeii therein c^^sed to the Office/ ^ " : 
<b>-. .Under, this section, information is material 
to patentability when it is not cumulative to. inform^ 
tiaa ^alrea4y of tecord or being madeof record-m the 
application, and .,>•*.* * *. »• 



(1) fcestablnahcs, by itself or in eoanbiaatioa 
with other information a prima fade cuse of urnpst- 
entabihty of a claim; oz 

(2) It refutes, or is kconsissem a post- 
tipn the EippEcMt 8&kes mi 

(a) Opposing an argument ot ;npatentahft. 
ity relied m by the Qffiqe, or . 

@i) Assenting an aKgoment of jiatentability. 
* Aprimafiscig.QBseQ$ un^tenttaMlity i» established 
when the infonnation cancels a conclusion. that a 
claim is unpatentable urMsr to pfispcmte f &noe of evi- 
- <feac£> biteden-of -proof standard, givmg nsdi tssm in 
the claim its broadest reasonable constoi raion consis- 
tent wnffli the spe^zesdon, md b^fbire ,auy conside?- 
atiaa is given to evideace which may ht. :;uhmit^d in 
an ^ttempa.to establish n contrary concJ.iision of psi- 
WaJbiSity. 

(c) Ibdsvsdiztalls associated with die .filing ox 
prosecution of a patent application .within the-messn- 
in£ of this section are: • 

(1) ' Ecch inventor natzted fin the sppKcation; 

(2) Each attorney or agent who prepares or 
prosecutes the appficateon; and 

- X3) Bvesy other person who is ; i jbstaxEtively 
involved m the ptrepaDcatioo or prosec«idoa of the 
applicoflkHl «nd who is associated with i}» inventor, 
with the assignee or wiSi anyone to whan fiiese is w 
obligatkin to assign ehe application. 

(d) IndsvBdnals other than (he attorney, agent 'or 
inventor may comply with this section ty disclosing 
information to the attorney, agent, or invcittor. 

(e) Hh- ^'contiau^oh-ffia^aft ar^lbatibiBi ^c 
duty ohder this section includes Che duty t :< disclose to 
the Office all information Known to* the i:eracn to be 
material to- patentability, as defined' in paragraph (b) 
of ibis' section, which became available !«twe©a-ti^ 
filing date of the prior etpplicafion and'thi: "national or 
PGT international filing date of the coxii:huati6h-in- 
paxt application. 

[42 FR 5593, Jan. 28,. 1^7; pkas. (A) & (e) - Q) t 
47 Ffe 21751, May 19, 1982, cJfcc^ve July 1 . 1982; para. 
(cX 48 FR 2710, Jan. 20, 1983; efiective Pub. 27, 1983; 
paras, (b) 'add Q), 491^^54, Jan. 4, 1984; eff ictive Apt I, 
i984rpaBji: (d) aitd (h), 50 FR 5171, Feb. <i t 1985, eflfeo 
tivir Mat" 1985; para. (eX 53 FR 47808, H;v>28, 1988, 
effective Jan. 1, 1989^ 57 FR 2021, Jan. 17, 1.! 192, elective 
Man 16, 1992; para, (e) addsd, QSFR 54604, flcps. 8, 2000, 
effective Wov.7. 2O0OJ • 
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